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1 . Claims 23-35 and 38-59 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Firstly, it is unclear how to interpret the amendment set forth within the last three lines of 
claim 23 (former claim 37), because it is unclear if the limitation pertains to the presence of 
additional monomeric isocyanate-containing or isocyanate-derived compounds or if it pertains to 
additional functional groups being present on the compound of formula (I). If the latter is the 
case, then, with the exception of the language pertaining to the mixture of thermolabile masking 
agents, it is unclear how this amendment further limits or defines the claim, since the "at least 
two isocyanate functions" language within the definition of "Iso" appears to already allow for the 
presence of additional isocyanate functions. 

Secondly, it is unclear how to interpret the structure of claim 35, in view of the 
aforementioned amendment to claim 23. If the amendment pertains to additional monomers, 
then the formula is not representative of the claimed polyisocyanates of claim 37. If the 
amendment pertains to the presence of additional functions, then it is unclear where these 
functions are located on the claimed formula, if not present within "Iso". 

Thirdly, it is unclear how the claimed methods of claims 48 and 49 allow for the 
aforementioned amendment to claim 23. It is unclear if required steps have been omitted. 

Lastly, claims 38-41 are indefinite, because they depend from cancelled claim 37. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 23-27, 30, 31, 33-35, 42, 45, 48, 50, 55, 56, and 59 are rejected under 35 
U.S.C. 102(b) as being anticipated by EP 4191 14. 

The reference discloses the reaction of polyisocyanates with cyclic carbonates having an 
isocyanate reactive substituent attached to the ring, and the use of the resulting product within 
polymers. See abstract and page 3, lines 1-8. Since reactants equivalent to those of applicant are 
being used within the reference, the position is taken that applicant's claimed polyisocyanate is 
inherently formed by the reaction within the reference. Applicant's response fails to 
conclusively establish that the polyisocyanates of the claimed structure are not encompassed by 
the reference. Applicant's amendment incorporating the subject matter of former claim 37 into 
claim 23 fails to overcome the rejection, because with respect to requiring the presence of 
additional isocyanate functions, the amendment appears to be no more limiting that the claimed 
definition of "Iso" (see remarks above within paragraph 1). Despite applicants' response, the 
position is maintained that the reference allows for the use of polyisocyanates that are greater 
than difunctional or even trifunctional (note the use of polymeric MDI at page 3, line 3 and 
Example 1). 

4. The examiner regrets that these issues with respect to the subject matter of currently 
amended claim 23 or cancelled claim 37 have not been earlier presented. The examiner had 
previously interpreted the language of claim 37 as requiring the presence of additional 
monomeric species, as opposed to the presence of additional functions on the compound of 
formula (I); however, upon further review, the examiner now believes that such an interpretation 
is unwarranted. While the examiner takes the position that the language at issue is ambiguous, it 
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seems reasonable to conclude that the language likely pertains to the presence of functional 
groups on formula (I) as opposed to the presence of additional monomeric species. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (571) 272-1079. 

/Rabon Sergent/ 

Primary Examiner, Art Unit 1796 



R. Sergent 
August 28, 2008 



